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Vinges IP Group

The focus of Vinge’s Intellectual Property specialists is on giving
support that works in a commercial context. We combine our
thorough legal knowledge with our understanding of how
regulatory regimes work and the commercial opportunities they can
offer. In the IP group at Vinge, we are 30 fulltime IP practitioners
working with all fields of IP-law.

Some of our mandates

— IP-disputes and IP-contract draft and negotiation, IP-
transactions, strategic work, trademark and design applications,
and other areas of intellectual property law.
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The Anatomy of License Agreements

Informationen i presentationen dr allmdnt hallen och varken kan eller ska ersctta juridisk radgivning i det enskilda fallet.
De allmdnna villkor som gdiller for vara tjdnster dr tillgcingliga pa vinge.se.



The Basic Structure
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Core issues

I.  Object of the license
II. Extent of the grant

III. Particular obligations of the licensee
IV. Third parties

V. Form of remuneration and duration of the agreement
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The Object of the License



I. The Object of the License

= [t is important to clearly define and explain the IP-rights on which the agreement is based

= One may attach, or refer to, registrations, but problems may arise when it comes to unregistered rights
(such as for example unregistered trademark or design rights, or copyright)

= Sometimes the license agreement is based on a combination of [P-rights and know-how, which makes the
definition and explanation more complex

Object of
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A 4
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A 4

license
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I. The Object of the License

= [t is important to clearly explain the nature of the right which is
assigned

= See the following examples:
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I. The Object of the License

Different forms of trademarks:

McDonalds V f
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I. The Object of the License

Designs:
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I. The Object of the License

" Product patent (exemple: US 4,233,942)
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I. The Object of the License

= Method patent (exemple: US 5,443,036)
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I. The Object of the License

= Make copies of the work

= Make the work available to the public:
= Publicly perform
= Publicly exhibit
= Offer for sale

Cdaddhaadalys
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I. The Object of the License

IP and know-how

= The object of a license may often be a combination of IP and know-how

Licensor Know-how < Licensee
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I. The Object of the License

IP and know-how

= The combination of IP and know-how may form the basis for a product, sold under the license agreement

Licensor Know-how Licensee
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I. The Object of the License

Developments and improvements

= One of the most common problem areas in licensing law is where the licensor or the licensee develops,
and improves the object of the license, for example when a licensee improves an invention

Object of

Licensor Licensee
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I. The Object of the License

Grant forward

= [t is important to consider grant forward clauses (relevant issues: compensation, scope, sub-licensing)

Licensor Object of Licensee

Improvements of the object

Duration of the agreement

license
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I. The Object of the License

Grant back

= [t is important to consider grant back clauses (relevant issues: compensation, scope, sub-licensing)

Licensor Object of Licensee

\ Improvements of the object /

Duration of the agreement

license
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I. The Object of the License

Exclusive grant forward

= [f a grant forward clause is exclusive, one should expect competition issues to arise

Object of

Licensor license Licensee

\ Improvements of the object /

Duration of the agreement
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I. The Object of the License

Exclusive grant back

= [f a grant back clause is exclusive, one should expect competition issues to arise

Object of
license

Licensor Licensee

\ Improvements of the object /

Duration of the agreement
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I. The Object of the License

License without an exclusive right?

= Could a license agreement exist without an underlying right in the relevant territory?

= Examples: The Golden Gate, and the Spiderman cases.

Licensor

Licensee







I1. Extent of the Grant

The definition of the scope

It 1s important to distinguish between:

Exclusive license;

Non-exclusive license; and

Sole license _
Licensee 2

Object of

license

Licensor Licensee 1
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I1. Extent of the Grant

It is important to distinguish between:

Exclusive license;

Non-exclusive license; and

Sole license :
Licensee 2
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I1. Extent of the Grant

It is important to distinguish between:
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I1. Extent of the Grant

It is important to distinguish between:

Exclusive license;

Non-exclusive license; and

Sole license

Licensee 2
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I1. Extent of the Grant

Territory

" One should be careful when defining the geographical scope of the license

= In order to avoid misunderstandings, one could consider attaching a map of the relevant geographical area
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I1. Extent of the Grant

= When it comes to trademark license agreements, such as for
example franchise agreements, it is important to specify
which goods or services the trademark may be used for

= Such a specification should be as clear, and exact as possible
to avoid room for misunderstandings

VINGE



it
et
’r '} ”.‘ .
'S " ond ¥ ‘
. ‘ é y:{'
K o e
[ 3 X ‘-—
- y e A
“ ’ '
Cay ) ‘
. ‘:"‘
7.
&‘.. ‘
- .‘l

-.v’ A
= & ; ;i |
’ ¢ "L e
,, i :
; -
=/
w
%




VINGE

II1. Particular Obligations of the Licensee

= Minimum sales

= Marketing contributions from the licensor (especially in trademark licensing)

Licensor

Marketing contributions

»

Minimum sales
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Licensee
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II1. Particular Obligations of the Licensee

= Are no-challenge clauses valid?

= Competition aspects

No-challenge clauses

Licensor

\ 4

Object of

license

No-challenge clause

Licensee




II1. Particular Obligations of the Licensee

Third party involvement
= Undercover arrangements

= Involvement of third parties Third Party

No-challenge clause
) Licensee

Object of

\ 4

Licensor license
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IV. Third Parties

Infringement action by third party

= Guarantee of non-infringement?
* Indemnification agreement? Third Party

= Right/obligation to plead the case in
court

Object of

v

Licensor license Licensee
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IV. Third Parties

Revocation action by third party

Guarantee of validity?
Indemnification agreement?

Right/obligation to plead the case
in court

Repayment of royalties?

Licensor

\ 4

Third Party

Object of

license
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IV. Third Parties

Infringement action against third party
= Right/obligation to file an infringement action?
= Legal costs?

* Right to damages?
Third Party

Object of

license

Licensee

A\ 4

Licensor >
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V. Form of Remuneration and Duration of the Agreement

= Royalty or lump sum (or a combination)?

= Minimum royalty?

XJ\)(&\Q Roy? Y\O\Ja\w ?\O\Ja\ﬁ ROoY

Duration of the agreement
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V. Form of Remuneration and Duration of the Agreement

Relationship between minimum royalty and the duration of the agreement

. w(o‘ia\w - oy (O‘J(A\w _ (09“‘\\\} (O\Ja\w
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Sales: 500 Sales: 200 Sales: 0 Sales: 0 Sales: 0

Duration of the agreement
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V. Form of Remuneration and Duration of the Agreement

Obligation to pay royalty after the expiration of the agreement?

Different views in the US and the EU

The Spiderman case (US Supreme Court in Kimble v Marvel, 22 June 2015)

The Genentech case (ECJ in Genentech v Hoechst, 7 July 2016)

Different when know-how is involved?

ggo‘.la\w \3\0‘?\&\J

Duration of the agreement
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V. Form of Remuneration and
Duration of the Agreement

Disclosure of sales

= Transparent accounting
= Consequences of wrongful report of sales

= Transparency when there are no sales?
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The Golden Gate Case

License agreement without an exclusive right?

— Golden Gate I (RH 2008:29) Golden Gate II (MD 2010:21) Golden Gate III (T 6004-09)

Golden State
Vintners

> > Vin & Sprit
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The Golden Gate Case

CALIFORNIA
Eaews an “/V!‘.)"l"'
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The Object of the License

= Golden Gate (Svea hovritt, RH 2008:29)

= [s it a prerequisite for a trademark license that
the trademark is registered, or has acquired

distinctive character through use?

= [s it possible to stretch the license to cover

CALIFORNIA

b’ /77

goods that are not subject to an exclusive

right?
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Photographer

The Evert Taube Case

NJA 2010 s 559
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The Evert Taube Case

NJA 2010 s 559

O, eviga aagdowms, mitt kiirta...
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The Evert Taube Case

NJA 2010 s 559

 ———————————

EMI sells CD- Advertisement by Agreement Claim against
cases to Ahléns Ahléns EMI/photographer Ahléns
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The Evert Taube Case
NJA 2010 s 559

= The principle of exhaustion (IP-law)

* The principle of bad faith (contract law)

O, eviga nagdoms, mitt kiirta...
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The Sko-City Case

NJA 1992 s 439

= (Co-existence and Settlement agreements

=  Duration and Termination

Ahléns

A 4

Sko-City >

Infringement claim Settlement Termination letter Decision by the Supreme Court
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Licensor

The Dior Cases I and 11

(C-337/95 and C-59/08)

Reseller >

'\

Trademark

/Design

Consumer

Licensee




The Dior Cases I and 11

(C-337/95 and C-59/08)
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The Dior Cases I and 11

(C-337/95 and C-59/08)

= The principle of exhaustion

Serious damage?

= (Clause which prevents sales to unauthorised resellers

Competition issues
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The Martin y Paz case (C-661/11)

Withdrawal of consent

Bags Shoes
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The Spiderman case

Kimble v. Marvel (US Supvreme Court. 22 June 2015)
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Example: The concept of the EU in a License Agreement

How should the term "EU" be interpreted in licensing agreements after Brexit?

» What happens if the "EU" area changes, when countries become
members, or when countries decide to leave the Union? How should
“EU” be understood?

= So far, the issue has mainly arisen when new Member States, such
as Bulgaria, Romania and Croatia, have become new members in
the EU. In such cases, the EU area has become larger. Now we are
facing a situation where the reverse applies, the Brexit situation. An
important strategic area for many licensees may be lost.
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Method for Interpretation

II.

II1.

IV.

VL

VIIL
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The mutual intention of the parties

Opposite party in bad faith

Wording of the agreement

Systematic interpretation

Practice between the parties and within the industry
Rules of interpretation

Reasonable and fair interpretation
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